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Detailed Action 



The preliminary amendment, filed May 22, 2002, amended 
originally filed claims 1, 15, 21, and 23, and added new claims 24 
and 25. Claims 1-25 are now pending for examination on the 
merits. 



Applicant's claim for priority under 35 U.S.C. § 119(e) with 
respect to provisional applications 60/350,351, filed Jan. 24, 
2002 and 60/354,235, filed on Feb. 6, 2002, is acknowledged. 



With respect to independent claim 1 any terminology in the 
preamble that limits the structure of the claimed invention must 
be treated as a claim limitation. See, e.g., Corning Glass Works v. 
Sumitomo Elec. U.S.A. , Inc., 868 F.2d 1251, 1257, 9 USPQ2d 
1962, 1966 (Fed. Cir. 1989); Pac-Tec Inc. v. Amerace Corp. . 903 
F.2d 796, 801, 14 USPQ2d 1871, 1876 (Fed. Cir. 1990). See also 
In re Stencel . 828 F.2d 751, 4 USPQ2d 1071 (Fed. Cir. 1987). 

Accordingly, the "computer architecture" recited in the preamble 
of independent claim 1 is considered by the Examiner as limiting 
the structure of the claimed invention to provide hardware 
computing elements required for execution of the claimed plural 
software application programs. 
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35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

However, the language of independent claims 15 and 18 raises a 
question as to whether the aforementioned claims are directed 
merely to an abstract idea that is not tied to a technological art, 
environment or machine which would result in a practical 
application producing a useful, concrete, and tangible result to 
form the basis of statutory subject matter under 35 U.S.C. 101. 

Independent claims 15 and 18 do not appear to require any 
computer hardware to implement the claimed invention. Claim 15 
merely recites a "method of defining." Likewise, claim 18 recites 
an object "definition." These claims appear to define the metes 
and bounds of an invention comprised of software alone. 
Software alone, without a machine, is incapable of transforming 
any physical subject matter by chemical, electrical, or mechanical 
acts. 

If the "acts" of a claimed process manipulate only numbers, 
abstract concepts or ideas, or signals representing any of the 
foregoing, the acts are not being applied to appropriate subject 
matter. In re Schrader . 22 F.3d 290 at 294-95, 30 USPQ2d 1455 
at 1458-59 (Fed. Or. 1994). 

Transformation of data by a machine constitutes statutory subject 
matter if the claimed invention as a whole accomplishes a 
practical application. That is, it must produce a "useful, concrete 
and tangible result." State Street . 149 F.3d 1368, 1373, 47 
USPQ2d 1596 at 1600-02 (Fed. Cir. 1998). MPEP 2106. 

State Street required transformation of data by a machine before 
it applied the "useful, concrete, and tangible test." However, 
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State Street does not hold that a "useful, concrete and tangible 
result" alone, without a machine, is sufficient for statutory subject 
matter. State Street . 149 F.3d at 1373, 47 USPQ2d at 1601. 

Claims 15-23 are rejected under 35 U.S.C. 101 because the 
claimed invention, appearing to be comprised of software alone 
without claiming associated computer hardware required for 
execution, is not supported by either a specific and substantial 
asserted utility (i.e., transformation of data) or a well established 
utility (i.e., a practical application). 

35 U.S.C. § 112, 1 st paragraph 

The following is a quotation of the first paragraph of 35 U.S.C. 
112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

Claims 15-23 are also rejected under 35 U.S.C. 112, first 
paragraph. Specifically, since the claimed invention is not 
supported by either a specific and substantial asserted utility or a 
well established utility for the reasons set forth above, one skilled 
in the art would not know how to use the claimed invention. 

35 U.S.C. § 112, 2 nd paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 
112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



As per claims 15-23: 

Claims 15-23 are rejected under 35 U.S.C. 112, second 
paragraph, as being incomplete for omitting essential elements, 
such omission amounting to a gap between the elements. See 
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MPEP § 2172.01. The omitted elements are computer hardware 
necessary to execute the claimed software and render the 
invention operative. 

As per claim 24: 

Dependent claim 24 is rejected under 35 U.S.C. 112, second 
paragraph because claim 24 recites the limitation " corporate 
architecture" on page 4 of the preliminary amendment received 
May 22, 2002. There is insufficient antecedent basis for this 
limitation in the claim. Specifically, a " computer architecture" is 
recited in claim 1 from which claim 24 depends. 



35 U.S.C. § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this 
section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a 
foreign country or in public use or on sale in this country, more than one year prior 
to the date of application for patent in the United States. 

Claims 1- 25 are rejected under 35 U.S.C. § 102(b) as being 
anticipated by Schmitter (U.S. Patent 5,583,983). 

As per independent claim 1: 

Schmitter teaches a computer architecture for sharing 
information between plural applications having disparate data 
structures, the architecture comprising: 

• plural applications, at least one of the applications having a 
data structure that is different from another of the 
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applications [e.g., see col. 2, line 54, "object oriented 
applications" and see first and second computing systems 
and associated discussion col. 2, lines 59, 67]; 

• an application integration platform including logic for 
exchanging information between the plural applications 

[e.g., See "In order to provide a system for the development of object-oriented 
applications and for cross-platform deployment, or further development, of object- 
oriented applications, a library of objects, defined using a standard high-level 
language, is provided in a form that is independent of any single operating system. 
The standard library of objects is provided to a selected computer system having a 
first operating system and an object-oriented development environment. Within the 
object-oriented development environment, the software engineer assembles an 
application on the basis of a problem specification. When the selected objects have 
been linked in the desired manner, an archive, or object document, of the application 
is produced. The object document is provided in a portable form that can then be 
provided to a second computing system having a different native operating system 
than the first computing system upon which the object-oriented development 

environment is installed." and associated diSCUSSion COl. 2, 

beginning line 53] ; and 

• at least one common object definition specifying common 
objects to be used for exchanging data between the 
applications and including a canonical object defining 
elements of a standard object that are common between 
data structures of at least any two of the plural applications, 
the common object further including at least one extension 
defining application specific, industry specific , or user 
specific elements, the canonical object being exposed to all 
of the applications through the application integration 
platform, the extension being exposed only to selected ones 

Of the plural applications [e.g., See " The canonical object definitions 
should be based upon native objects of each type that have the greatest number of 
attributes, so that the canonical definitions will be comprehensive enough to permit 
archiving of all native objects of each type, regardless of the number of attributes 
that are required for each type of object in any particular environment. Of course, it 
is to be expected that objects of a given type that are developed after the 
establishment of the canonical definition for that type, may have a greater number of 

attributes than is permitted by the canonical definition. "] and associated 
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discussion col. 13, beginning line 61] . 



As per independent claim 15: 

Schmitter teaches a method of defining a common data object 
for sharing information between plural applications having 
disparate data structures, the method comprising: 

• identifying one or more primary applications each having a 
data structure [e.g., see col. 2, line 54, "object oriented 
applications" and see first and second computing systems 
and associated discussion col. 2, lines 59, 67]; 

• determining common data elements between at least any 

tWO Of the data Structures [e.g., See "As described hereinabove, the 
portability of an object-oriented structure to a particular target environment would 
require that the library contain definitions of the objects therein that are compatible 
with the target environment. Thus, a large number of conditional object definitions 
would be required in order to provide a single, universal object library that would be 
widely and generally applicable for the development of various object-oriented 

structures. " and associated discussion col. 10, beginning line 
8]; 

• selecting elements of a canonical object that correspond to 
the common elements [e.g., see "one way to accomplish o-oss- 

platform portability of a native object library is to establish, for each object in the 
library, a procedure by which each object can be archived in a canonical form." 

and associated discussion col. 10, beginning line 20]; 

• adjusting the canonical object based on a common object 
standard [e.g., see "development of portable structure" and 
associated discussion col. 10, beginning line 30]; and 



• adding at least one application specific, industry specific , or 
user specific extension to the data elements of the canonical 
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Object [e.g., See "The archiver responds to the attributes transmitted from 
the "putTo:" procedures by entering the transmitted attributes into an archive 
according to a predetermined canonical format for each type of object. In order to 
translate various native object references into the predetermined canonical format, 
the archiver can be conditionally coded so that it translates each native reference to 
a canonical reference within the environment in which the archiver is compiled." 

and associated discussion col. 10, beginning line 33]. 



As per independent claim 18: 

Schmitter teaches a common object definition for common 
objects used for sharing information between plural applications 
having disparate data structures, the definition comprising: 

• a canonical object defining elements of a standard object 
that are common between data structures of the plural 

applications [e.g., See " The canonical object definitions should be based 
upon native objects of each type that have the greatest number of attributes, so that 
the canonical definitions will be comprehensive enough to permit archiving of all 
native objects of each type, regardless of the number of attributes that are required 
for each type of object in any particular environment. Of course, it is to be expected 
that objects of a given type that are developed after the establishment of the 
canonical definition for that type, may have a greater number of attributes than is 

permitted by the canonical definition. "]; and 



• at least one extension defining application specific or user 
specific elements, the canonical object being exposed to all 
of the applications, the extension being exposed only to 
selected ones of the plural applications [e.g., see "The archiver 

responds to the attributes transmitted from the "putTo:" procedures by entering the 
transmitted attributes into an archive according to a predetermined canonical format 
for each type of object. In order to translate various native object references into the 
predetermined canonical format, the archiver can be conditionally coded so that it 
translates each native reference to a canonical reference within the environment in 

which the archiver is compiled." and associated diSCUSSion COl. 10, 

beginning line 33]. 
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As per dependent claim 2: 

Schmitter teaches the at least one extension comprises an 
application specific extension having data elements used only by 
a first of the plural applications and a user specific extension 
having data elements not in the canonical object but desired by a 

specific user [see e.g., 1 Of course, the archiver may be more specifically arranged 
to translate native object references in one environment into native object reference 
pertaining to another specific environment in an alternative embodiment for providing one- 
way portability between only two environments." col. 10, beginning line 52]. 

As per dependent claim 3: 

Schmitter teaches the common object definition comprises a 
tree like structure [see 'translation table" and associated 
discussion col. 11, beginning line 27]. 

As per dependent claim 4: 

Schmitter teaches each of the canonical object and the 
extensions are represented by a separate node in the common 
object definition [see 'translation table" and associated 
discussion col. 11, beginning line 27; see also native object and 
canonical definition discussion col. 14, beginning line 4]. 

As per dependent claim 5: 

Schmitter teaches each of the canonical object and the 
extensions are represented by a distinct DTD in the common 

Object definition [see e.g., "The inclusion of conditional, native object definitions 
within the universal object library 11 allows the appearance of the user interface of an 
application to assume the standard appearance of a user interface within each computer 

system upon which the application is deployed." COl. 8, line 31; See alSO 

"object document 28" and associated discussion, col. 9, line 18]. 
As per dependent claim 6: 

Schmitter teaches the common object definition references 
another common object definition [see e.g., The main routine of the 

execution program 34 is compiled and linked with the library prior to execution, so that it 
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may access any objects required by the application." COl. 9, diSCUSSiOfl beginning 

line 23]. 

As per dependent claim 7: 

Schmitter teaches means for cross referencing data elements in 
the common object definition with corresponding data elements 

in the applications [see e.g., "The canonical object definitions should be based 
upon native objects of each type that have the greatest number of attributes, so that the 
canonical definitions will be comprehensive enough to permit archiving of all native objects 
of each type, regardless of the number of attributes that are required for each type of 
object in any particular environment. Of course, it is to be expected that objects of a given 
type that are developed after the establishment of the canonical definition for that type, 
may have a greater number of attributes than is permitted by the canonical definition." 

col. 13, discussion beginning line 61]. 
As per dependent claim 8: 

Schmitter teaches the application integration platform is 
operative to enforce plural system of record policies [see e.g., 

"One approach to archiving a native object which has more attributes than its canonical 
definition is to provide the object with the ability to enter "custom" information into the 
object document in such a way that the custom information will subsequently be recognized 

as such." col. 14, discussion beginning line 4]. 
As per dependent claim 9: 

Schmitter teaches the system of record policies include a 
federated policy in which different ones of the applications is 
responsible for updating different portions of common business 
objects corresponding to a particular common business object 

definition [See e.g., "in the proliferation of object-oriented programming 
techniques, it is expected that there will be some environments which provide a greater 
variety of objects than other environments. Thus, it may occur in some situations that there 
exist more established canonical types of objects than are supported within a particular 

computing system." col. 15, discussion beginning line 25]. 
As per dependent claim 10: 

Schmitter teaches the system of record policies include a 
revolving policy in which different ones of the applications is 
responsible for updating common business objects corresponding 
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to a particular common business object definition at different 
points of the life cycle of the common business object [see e.g., 

"More than one archive may be associated with an object-oriented application. Objects 
within an application, for example, may have attributes which include other previously- 
developed, object-oriented structures having their own object documents." COl. 15, 

discussion beginning line 61]. 

As per dependent claims 11 & 12: 

Schmitter teaches the system of record policies include a rules 
based policy in which common business objects corresponding to 
a particular common business object definition are updated in 
different manners based on external factors applied to 

predetermined rules [See e.g., "More than one archive may be associated with 
an object-oriented application. Objects within an application, for example, may have 
attributes which include other previously-developed, object-oriented structures having their 

own object documents." col. 15, discussion beginning line 61]. 



As per dependent claims 13 & 14: 

Schmitter teaches the integration platform comprises at least 
one connector having a transformation map, the transformation 
map comprising plural map modules, as claimed [see e.g., "The 

collection of association objects would be defined by a master object document. The master 
object document would preferably provide definitions of association objects for allowing the 
archiver and de-archiver respectively to set and to get the attributes of each native object in 
the environment, and to appropriately translate canonical and native references. Then, 
deployment within new environments, or deployment within a newly-modified environment, 
would only require appropriate modification of the master object document defining the 

association objects for an intended target environment", COl. 17, diSCUSSiOn 

beginning line 2]. 



As per dependent claims 16 & 17: 
Schmitter teaches the adding step comprises adding data 
elements of a specified application to maintain functionality of the 
specified application in a system using the common object, as 

Claimed [e.g., See "The archiver responds to the attributes transmitted from the 
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"putTo:" procedures by entering the transmitted attributes into an archive according to a 
predetermined canonical format for each type of object. In order to translate various native 
object references into the predetermined canonical format, the archiver can be conditionally 
coded so that it translates each native reference to a canonical reference within the 

environment in which the archiver is compiled." and associated diSCUSSion COl. 

10, beginning line 33]. 

As per dependent claim 19: 

See the rejection of claim 2 above. 

As per dependent claim 20: 

See the rejection of claim 3 above. 

As per dependent claim 21: 

See the rejection of claim 4 above. 

As per dependent claim 22: 

See the rejection of claim 5 above. 

As per dependent claim 23: 

See the rejection of claim 6 above. 

As per dependent claims 24 & 25: 

Schmitter teaches at least one extension comprise an industry 
specific extension having data elements adapted to a specific 
industry and the adding step comprises adding data elements 
adapted to a specific industry, as claimed [see e.g., * Of course, the 

archiver may be more specifically arranged to translate native object references in one 
environment into native object reference pertaining to another specific environment in an 
alternative embodiment for providing one-way portability between only two environments." 

col. 10, beginning line 52]. 



Prior Art not relied upon: 

Please refer to the references listed on the attached PTO-892 
which are not relied upon in the claim rejections detailed above. 
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